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In conjunction with a Notice of Appeal under 37 C.F.R. § 41 .31 , completed form 
PTO/SB/33, petition for a one-month extension of time, appeal fee payment, and 
extension of time fee payment filed concurrently herewith, Applicants respectfully 
request a pre-appeal brief review of this application. 

I. Status of Claims 

Claims 1-8 and 10-37 remain pending in this application. Claims 1-8, 10-23, 
26-28, and 31-37 stand rejected under 35 U.S.C. § 103(a) based on U.S. Patent No. 
6,571,003 ("Hillebrand") and U.S. Patent No. 6,208,749 ("Krusin"); claims 24 and 29 
stand rejected under 35 U.S.C. § 103(a) based on Hillebrand, Krusin, and U.S. Patent 
No. 3,030,967 ("Peyron"); and claims 25 and 30 stand rejected under 35 U.S.C. 
§ 103(a) based on Hillebrand, Krusin, and "Ultraviolet Radiation," EHC Journal, 1994 
{"EHC Journar). 

II. Rejection of Claims 1-8. 10-23. 26-28. and 31-37 Under 35 U.S.C. § 103(a) 

Applicants respectfully submit that the Examiner failed to establish a prima facie 
case of obviousness in rejecting claims 1-8, 10-23, 26-28, and 31-37 under 35 U.S.C. 
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§ 103(a) as being unpatentable based on Hillebrand and Krusin for at least the reason 
that the references, taken alone or in combination, do not teach or suggest each and 
every element recited in the claims. See M.P.E.P. § 2143. Moreover, there would have 
been no suggestion or motivation to one of ordinary skill in the art at the time the 
invention was made to modify Hillebrand in view of Krusin. See M.P.E.P. § 706.02. (j) 

For example, independent claim 1 recites a method comprising, among other 
things, "displaying [a] skin condition image such that [a] subject is substantially 
unidentifiable." Hillebrand and Krusin fail to teach or suggest at least this element of 
claim 1 . On page 4 of the final Office Action, the Examiner alleged that "if an image of 
just a skin (or sub-image) of the subject is taken and displayed as disclosed by 
Hillebrand, the subject would be unquestionably unidentifiable." However, Hillebrand 
discloses identifying defects on a subject's identifiable facial image and displaying the 
defects on the identifiable facial image (Figs. 5 and 11-14; col. 5, lines 27-28; col. 1 1 , 
lines 4-13). Thus, Hillebrand discloses the exact opposite of displaying a skin condition 
image such that the subject is substantially unidentifiable, as recited in claim 1 . 

The Examiner asserted that well-known image processing operations remove 
image portions from images and cited Krusin for support. Final Office Action, pp. 4 and 
5. Based on these assertions, the Examiner alleged that it would have been obvious to 
modify Hillebrand to display an image of a subject's skin in a way that made the subject 
unquestionably unidentifiable because it will "keep the secrecy of the subject." Id. This 
conclusion, however, is not properly supported by evidence in the record. Neither 
Hillebrand nor Krusin mentions anything about keeping the secrecy of the subject. 
Indeed, as discussed above, Hillebrand expressly discloses displaying a subject's 
identifiable face, which teaches away from keeping the secrecy of the subject. 
Accordingly, the conclusions in the final Office Action were not reached based on facts 
from the prior art, but instead the teachings of the present application were improperly 
used in hindsight to reconstruct the prior art. 

The final Office Action also fails to set forth a prima facie case of obviousness for 
claims 34-37. On page 10 of the final Office Action, the Examiner alleged that 
Hillebrand discloses the analysis of hair (claim 34) or nails (claim 36). Specifically, the 
Examiner attempted to equate analysis of spots on skin with analysis of hair or nails. 
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See final Office Action, page 10. However, the analysis of spots on skin is not the same 
as, and does not suggest, analysis of hair or nails, and there is no suggestion in the 
cited art indicating otherwise. For example, as described in Hillebrand, analysis of 
spots is the analysis of inflamed red spots such as acne, or hyperpigmented spots such 
as senile lentigines (i.e., small flat pigmented spots), nevi (i.e., moles), and freckles 
(col. 8, lines 6-10). Moreover, an interpretation that equates hair and nails with spots on 
skin is neither supported by the specification nor consistent with the interpretation that 
those skilled in the art would reach. See M.P.E.P. § 21 1 1 . 

Because Hillebrand and Krusin fail to teach or suggest each and every element 
of claims 1 , 34, and 36, and because there would have been no motivation to combine 
the features of Hillebrand and Krusin, the final Office Action fails to establish a prima 
facie case of obviousness. 1 Independent claims 22, 27, 32, and 33, although of 
different scope, recite elements similar to those of claim 1 discussed above and, 
therefore, the Section 103(c) rejection of those claims is also improper. 

III. Rejection of Claims 24 and 29 Under 35 U.S.C. § 103(a) 

Applicants respectfully submit that the Examiner failed to establish a prima facie 
case of obviousness in rejecting claims 24 and 29 based on Hillebrand, Krusin, and 
Peyron for at least the reason that there is no suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art, to modify or combine the references in the manner proposed by the Examiner. 

Independent claim 24 recites a method of performing a skin analysis comprising 
various elements, "wherein skin in [a] received image is covered with powder to 
facilitate extracting ... at least one representation." Claim 29, although of different 
scope, includes a similar recitation. 

On page 1 1 of the final Office Action, the Examiner properly observed that 
Hillebrand and Krusin fail to teach or suggest this element. The Examiner sought to 
cure the deficiency of Hillebrand and Krusin by relying on Peyron for the purported 



1 Moreover, dependent claims 2-8, 10-21, 23, 26, 28, 31, 35, and 37 are also allowable 
at least by virtue of the dependence of those claims upon one of allowable claims 1 , 27, 
34, and 36. 
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disclosure of using powder on skin to emphasize skin defects. See final Office Action, 
page 1 1 (citing Peyron, col. 1, lines 37-42). The Examiner alleged that it would have 
been obvious to modify the combination of Hillebrand and Krusin with Peyron because it 
"would help in obtaining better image skin analysis results." Id. However, Peyron does 
not suggest the desirability of using powder in obtaining better image skin analysis 
results. Instead, Peyron discloses a process for applying cosmetic material to the skin 
to hide defects (col. 1, lines 55-64) and that accentuating skin defects with make-up 
products was a problem (col. 1 , lines 29-37). Accordingly, the Examiner has failed to 
set forth a prima facie case of obviousness, and is instead using the teachings of the 
present application in hindsight to reconstruct the prior art. 

Accordingly, for at least the above reasons, the rejection of independent 
claims 24 and 29 under 35 U.S.C. § 103(a) should be withdrawn. 

IV. Rejection of Claims 25 and 30 Under 35 U.S.C. § 103(a) 

Applicants respectfully submit that the Examiner failed to establish a prima facie 
case of obviousness in rejecting claims 25 and 30 based on Hillebrand, Krusin, and 
EHC Journal for at least the reason that the references, taken alone or in combination, 
do not teach or suggest each and every element recited in the claims. 

For example, claim 25 recites a method of performing a skin analysis comprising, 
among other things, "extracting from ... at least one [received] image at least one 
representation of ... at least one skin condition . . ., wherein skin in the received image 
is illuminated with a Woods lamp to facilitate extracting the at least one representation." 
Claim 30, although of different scope, includes a similar recitation. 

On pages 1 1 and 12 of the final Office Action, the Examiner properly observed 
that Hillebrand and Krusin fail to teach or suggest this element. The Examiner sought to 
cure the deficiency of Hillebrand and Krusin by relying on EHC Journal. According to 
the Examiner, EHC Journal purportedly teaches using a Woods lamp in skin analysis. 
See final Office Action, page 12 (citing EHC Journal, page 45). However, EHC Journal 
makes no mention of, and does not suggest, using a Woods lamp to facilitate extracting 
of a representation of a skin condition from a received image , as recited in claims 25 
and 30. EHC Journal merely discloses using a Woods lamp to identify the presence of 
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fungal and bacterial infectious agents on skin or in wounds. Hence, the Examiner has 
not shown that the prior art suggests the desirability of using a Woods lamp to facilitate 
extracting a representation of a skin condition from a received image. Accordingly, the 
Examiner has failed to set forth a prima facie case of obviousness, and is instead using 
the teachings of the present application in hindsight to reconstruct the prior art. 

Accordingly, for at least the above reasons, the rejection of independent 
claims 25 and 30 under 35 U.S.C. § 103(a) should be withdrawn. 

V. Conclusion 

Because the Examiner's 35 U.S.C. § 103(a) rejections of the claims are based on 
factual deficiencies and include errors, as demonstrated herein, Applicant is entitled to a 
pre-appeal brief review of the final Office Action. Moreover, all of the claim rejections 
should be withdrawn. 

Please grant any extensions of time required to enter this Request and charge 
any additional required fees to our Deposit Account No. 06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: April 3, 2006 




Ronald J. Wara 
Reg. No. 54,870 



